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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 2/4/09 have been fully considered but they are not 
persuasive. 

The amendments to the claims do not change the grounds of rejection as the 
limitations of claims 3 and 4 were discussed with claim 1 . 

In response to applicant's arguments that there is nothing in Malz or Gupta that 
suggests that the stabilizers are interchangeable, both compounds are hindered 
phenols, the only substantial difference being that the compounds of Malz are the 
diesters, whereas those of Gupta are the monomeric acids. Gupta additionally teaches 
that derivatives of carboxylic acids, such as esters, are generally used as stabilizers 
(1 :65-2:5). Gupta also teaches that the stabilized polyisocayantes may be used with 
advantage for the production of polyurethanes (2:30-40). Gupta's stabilizers, while used 
to stabilize isocyanates, also are present is the final polyurethane product, and will 
continue to function as stabilizers. The skilled artisan has a reasonable expectation of 
success that the diester hindered phenols of Malz would stabilize isocyanates, as Gupta 
teaches the monomeric acids and esters to stabilize isocyanates. Furthermore, 
applicant has admitted that the use of 3,5-di-tert-butyl-4-hydroxyphenolpropionic esters 
are known for stabilizing isocyanates from WO 99/48863 fl|0007 of instant application). 
The compounds of Malz are simply the diester, and would be assumed to have the 
same effect on isocyanates. 
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In response to applicant's arguments that there is nothing in Malz that would 
have led the skilled artisan to select a stabilizer having the claimed structural and weight 
requirements, Malz teaches a preference to the number average molecular weight 
being less than the weight average molecular weight as it inhibits any undesired 
crystallization (3:55-60). Additionally, the structural limitations are one of the necessary 
parts of Malz's invention (1 :65-67). 

In response to applicant's allegations of unexpected results, Table 1 compares 
the inventive compound against two types of hindered phenols, Irganox 1 141 and 
Irganox 1076. Irganox 1 141 is the compound below: 




Irganox 1141 is a much less hindered phenol and lacks carboxylic acid or ester 
functionality. It is not the closest prior art for stabilizing isocyanates, and as such, no 
comparisons can be drawn. Irganox 1076, on the other hand, is an ester of 3,5-di-tert- 
butyl-4-hydroxyphenolpropionic acid. However, it is not until week four or six that a 
substantial difference in alpha value is seen. Additionally, as Irganox 1076 is the 
monoester, and the inventive is the diester, it would take 1200 ppm of Irganox 1076 to 
equal the amount of hindered phenol groups in the inventive compound. As such, the 
showing of unexpected results is not persuasive. 
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In response to applicant's arguments that the results are not unexpected 
because Malz indicates that the disclosed stabilizers are better than known stabilizers, it 
is understood that Malz teaches the stabilizers for stabilizing thermoplastic 
polyurethanes. However, the important teaching is that Malz teaches the stabilizers as 
alternatives for the traditional hindered phenols, such as Irganox 1 135 (1 1 :55-60), an 
ester of 3,5-di-tert-butyl-4-hydroxyphenolpropionic acid. Malz teaches that the inventive 
stabilizers are at least as good as the commercial product, and has other benefits, such 
as a lack of fogging problems (1 1 :65-67). Malz teaches a compound that still has the 
functionality of standard hindered phenols, with added benefits. The skilled artisan has 
a reasonable expectation of success that these compounds would act in a substantially 
similar way while stabilizing isocyanates, as opposed to polyurethanes, as the functional 
moiety is the same, (hindered phenol). 



Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NOAH FRANK whose telephone number is (571)270- 
3667. The examiner can normally be reached on M-F 9-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Supervisory Patent Examiner, Art Unit 1796 2-9-09 



